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SONNENREICH ET AL. 
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_^j^^l^^ll^lf^Q[^j^j£^fti,is c ommunication appears on thee ver sheet with the corr^sp ndence address - 

Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. , . , 

- E^ensions of time may be available under the provisions of 37 CFR 1 -136(a). In no event, however, may a reply be t,me!y filed 
earned patent lenm adjustment See 37 CFR 1 .704(b). 

Status 

I )S Responsive to communication(s) filed on 06 August 2002 . 
2a)D This action is FINAL. 2b)IEl This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.t.. J. 
Disp sition of Claims 

4) S Claim{s) i-^J-10.12-16 and 28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-5.7-10 and 12-16. 28 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)D accepted or bD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)^ approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Intemew Summary (PT(W13) Paper No(s) . 

2) □ Notice of Draftsperson-s Pater,t Drawing Review (PTO-948) 5) □ Notice of infomial Patent Apphcaton (PTO-152) 

3) S Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) _}Jl ■ 6) U Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-5, 7, 8, 9, 12, 14-16 and 28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Haefling et al (US 4,691,854). 

Haefling et al disclose a bonding tool comprising an orifice along a longitudinal body, a 
polymer, non conductive, coating disposed over at least a portion of a surface of the orifice, 
wherein the coating extends along an entire length of the orifice, or the exterior surface of the tip, 
or the body of the tip. The coating is substantially uniform in thickness and the body of the tool 
is substantially cylindrical (col. 3, lines 15-30, lines 55-63). 

As to claims 14-16, the prior art discloses a product substantially similar to a claimed 
product, differing only in the maimer by v^hich it is produced. It has been held that one of 
ordinary skill in the art at the time of the invention would have considered the claimed product to 
have been obvious because of the similarity in the properties, and overlapping ranges. The 
burden falls to the appUcant to show that any process steps associated with the claimed product 
result in a materially different product fi-om those of the prior art, because there is nothing in the 
record before the examiner to reasonably conclude that applicant's product differs in kind from 
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those obtained by the references. See in Re Brown 173 USPQ 685 and In re Fessman 180 USPQ 
324. 

3. Claim 10 is rejected under 35 U.S.C. 102(e) as being anticipated by Hadar et al (US 
6,171,456). 

Hadar et al disclose a bonding tool having a body, working tip, and an orifice. The 
orifice has a coating disposed on the surface thereof, and that the coating is about 2 microns thick 
(col 3, lines 58-65, and figure 4). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haefling et al 
(US '854). 

Haefling et al disclose the claimed invention above in paragraph 2, but fail to teach the 
polymer beingapolyolefmoraparylene. However, it would have been obvious to one of 
ordinary skill in theart at the timeapplicant-s invention was made to have either polyolefme or 

parylencsinceithas been held to be within the general skillofaworker in the art to selecta 
known material on thebasisofUs suitability for the intendeduseasamatterofobvious design 

choice. In re Leshin, 125 USPQ 416. 

Response to Arguments 

*^^^^iaimci S 7-10 12-16 have been considered but 
7. AppUcant's arguments with respect to claims 1-5, / lu, iz lo 

are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Len Iran whose telephone number is (703)605-1 175. The 
examiner can normally be reached on M-F, 8:30 - 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 703-308-3318. Tlie fax phone numbers for the 
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Art Unit: 1725 

organization where this application or proceeding is assigned are (703)305-3602 for regular 
communications and (703)305-3602 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)308-0661. 



Len Tran 
Examiner 
Art Unit 1725 



LT 

August 29, 2002 




